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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36{a). In no event, hov^/ever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to connmunication(s) filed on . 



2a)n This action is FINAL. 2b)K This action is non-final. 

3)n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4MV1 Olp'!T>/.c\ 'f _ y ic/pro ncinHinri in fho pr>nlr/^pf ion 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s)l2lZ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)|ElAII b)n Some* 0)0 None of: 

1. D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) S Notice of References Cited (PTO-892) . 4) Q Interview Summary (PTO-413) Paper No(s). 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statennent(s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 

Information Disclosure Statement 

1 . The references cited in the Search Report for PCT/DEOO/00872 dated November 13, 
2000 have been considered, but will not be listed on any patent resulting from this application 
because they were not provided on a separate list in compliance with 37 CFR 1 .98(a)(1). In 
order to have the references printed on such resulting patent, a separate listing, preferably on a 
PTO-1449 form., m.ust be filed within the set period for reply to this Office action. 

Claim Rejections - 35 (JSC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date ofapplicalion lor patent in the United States, 

Fruchtnicht 3,620,939 

3. Claims 11 and 1 3 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Fruchtnicht 
3,620,939 (Fruchtnicht). 

Fruchtnicht teaches a method of passivating (i.e. creating a chemical conversion coating 
on) magnesium surfaces and the resultant magnesium article (abstract) wherein the method 
includes contacting the surface of magnesium with a solution that includes ammonium vanadate 
and potassium permanganate, as recited in claim 1 1 (col 2, lines 60-73). Fruchtnicht teaches that 
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the contact is at ambient temperature, which is encompassed by the range of temperatures recited 
in claim 13 (col -3, lines 18-19). The claims do not distinguish over the teachings of Fruchtnicht. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Fruchtnicht 3,620,939 

5. Claims 1-2, 12 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fruchtnicht 3,620,939 (Fruchtnicht). 

Fruchtnicht teaches as set forth in paragraph 3, above. Fruchtnicht further teaches that 
the time of contact overlaps the time of contact claimed in instant claim 14 (col 5, line 15). 
Fruchtnicht also teaches compositions that overlap the compositions instantly claimed in instant 
claims 15 and 16 (col 3, lines 64-67). 

Fruchtnicht fails to meet all the limitations of the instant claims in that Fruchtnicht does 
not explicitly teach the oxide content of the resultant coating, the pH or the exact ranges of 
composition or contact time. 

However, with respect to the oxide content of the resultant coating (instant claim 1), one 
of ordinary skill in the art at the time the invention was made would have considered the 
mvention to have been obvious because the process steps taught by the reference are the same as 
the process steps recited in the claims (i.e. contacting the surface of magnesium with a solution 
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including permanganate and vanadate (Fruchtnicht: col 3, lines 60-74)) and therefore one of 
ordinary skill in the art would expect that the products resulting from the process taught by the 
reference would be the same as the product resulting from applicant's claimed process, including 
the product's oxide content. 

"Where the claimed and prior art products are identical or substantially identical in structure or 
composition or are produced by identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established, In re Best 195 USPQ 430, 433 (CCPA 1977). 'When the PTO 
shows a sound basis for believing that the products of the applicant and the prior art are the same, the applicant 
has the burden of showing that they are not.' In re Spada, 15 USP02d 1655, 1658 (Fed. Cir. 1990). Therefore, 
the prima facie case can be rebutted by evidence showing that the prior art products do not necessarily possess 
the characteristics of the claimed product. In re Best 195 USPQ 430, 433 (CCPA 1977).^' see MPEP 21 12.01. 
[emphasis added by examiner] 

With respect to the pH concentration of the treatment solution (instant claim 12), one of 
ordinary skill in the art at the time the invention was made would have considered the invention 
to have been obvious because the composition taught by the reference is substantially identical to 
the composition recited in the claims and therefore one of ordinary skill in the art would expect 
that the product taught by the reference would be the same as applicant's claimed product, 
including the product's pH, see MPEP 21 12.01 . 

With respect to the composition and the time of contact, one of ordinary skill in the art at 
the time the invention was made would have considered the invention to have been obvious 
because the composition and time of contact taught by the reference overlap that of the instant 
claims, In re Malauari . 182 USPQ 549, and MPEP 2144.05. 

With respect to the process steps recited in claim 2, it is noted that the process steps do 
not distinguish over any process utilized to create the claimed conversion coating because the 
claim uses the language "obtainable by" (claim 2, line 2). The use of the term "obtainable" does 
not limit the claim to the steps recited. It is further noted that an amendment to change the word 
"obtainable" to "obtained" would result in a product-by-process claim, see MPEP 2113. In the 
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event that the appHcant amends the claims to recite a product-by-process, it is noted that process 
limitations do not necessarily lend patentability to the claims. It is well settled that a product-by- 
process claim defines a product, and that when the prior art discloses a product substantially the 
same as that being claimed, differing only in the manner by which it is made, the burden falls 
upon the applicant to show that any process steps associated therewith results in a product 
materially different from that disclosed in the prior art. See In re Thorpe . (227 USPQ 964), In re 
Brown, (173 USPQ 685), In re Fessman , (180 USPQ 524) and MPEP 2113. 
Japanese Patent JP 08-035073 Takatani Matsitfumi in view of Pacz 1, 723,067 

NOTE: All references to the JP '073 reference are to the abstract or the English Language 
translation provided, unless otherwise indicated. 

6. Claims 1-1 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Japanese 
Patent JP 08-035073 Takatani Matsufumi (JP '073) in view of Pacz 1,723,067 (Pacz). 

JP '073 teaches a method of forming a conversion coating (i.e. passivating) on the surface 
of magnesium and the resultant article, as recited in instant claim 1-2 and 1 1 (abstract). JP '073 
teaches that the method includes contacting the magnesium surface with a solution containing 1- 
10 g/1 potassium permanganate, as recited in instant claim 15 (paragraph [0009]) at a temperature 
that encompasses the instantly claimed temperatures in instant claim 1 3 (paragraph [0012]), for a 
time encompassed by the time claimed in instant claim 14 (paragraph [0012] and [0018]) 
wherein the conversion coated magnesium article is subsequently treated with a polymer coating, 
as recited in claims 3 and 17 (paragraph [0014]). 

JP '073 fails to meet all the limitations of the instant claims in that JP '073 does not 
explicitly teach the oxide content of the resultant coating, the pH or the inclusion of vanadate, 
molybdate, or tungstate. 
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Pacz teaches a process of coating of magnesium (page 1, col 2, line 4) with a solution that 
contains molybdate or tungstate as a sodium, potassium, or ammonium salt, in a concentration 
that is encompassed by instant claim 16 (page 1, col 1, lines 31-37 and col 2, lines 94-102), 
wherein the process is inexpensive, rapid, technically convenient and safe for casual factory 
workers and produces a dense adherent protective coating (page 1 , col 1 , lines 1 7-25) that is 
attractive and is a desirable base for subsequent coatings, such as paint (page 2, col 1, lines 54- 
64). Pacz further teaches that the molybdate solution may also include additional reagents, such 
as energizing or activating reagents (page 2, co! 2, lines 90-101). 

With respect to the addition of molybdate, or tungstate, one of ordinary skill in the art 
would have found the invention to be obvious because one of ordinary skill in the art would have 
been motivated to add molybdate or tungstate to the solution of JP '073 in order to provide the 
desirable resuh of dense adherent protective conversion coatings (Pacz: page 1, col 1, lines 17- 
25) that are attractive and are a desirable base for subsequent coatings, such as paint (Pacz: page 
2, col 1, lines 54-64), wherein the inclusion would provide the process with the desirable 
properties, while being inexpensive, rapid, technically convenient and safe for casual factory 
workers (Pacz: page 1, col 1, lines 17-25). 

With respect to the oxide content of the resultant coating (instant claim 1), one of 
ordinary skill in the art at the time the invention was made would have considered the invention 
to have been obvious because the process steps taught by the reference are the same as the 
process steps recited in the claims (i.e. contacting the surface of magnesium with a solution 
including permanganate and molybdate or tungstate (JP '073: abstract and Pacz: page 1, col 2, 
lines 90-101) and therefore one of ordinary skill in the art would expect that the products 
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resulting from the process taught by the references would be the same as the product resulting 
from applicant's claimed process, inckiding the product's oxide content. 

"Where the claimed and prior art products are identical or substantially identical in structure or 
composition or are produced by identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established. In re Best 195 USPQ 430, 433 (CCPA 1977). 'When the PTO 
shows a sound basis for believing that the products of the applicant and the prior art are the same, the appHcant 
hasthe burden of showing that they are not.' in re Spada, 15USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, 
the prima facie case can be rebutted by evidence showing that the prior art products do not necessarily possess 
the characteristics ofthe claimed product. In re Best 195 USPQ 430, 433 (CCPA 1977)." see MPEP 2112.01. 
[emphasis added by examiner] 

With respect to the pH concentration of the treatment sokition (instant claim 12), one of 
ordinary skill in the art at the time the invention was inade would have considered the invention 
to have been obvious because the composition taught by the references are substantially identical 
to the composition recited in the claims and therefore one of ordinary skill in the art would 
expect that the product taught by the references would be the same as applicant's claimed 
product, including the product's pH, see MPEP 2112.01. 

With respect to the process steps recited in claim 2 and 3, it is noted that the process steps 
do not distinguish over any process utilized to create the claimed conversion coating because the 
claim uses the language "obtainable by" (claim 2. line 2 and claim 3, line 3). The use ofthe term 
"obtainable" does not limit the claim to the steps recited. Likewise, the steps defined by claims 
4-10 merely describe the process from which the article is "obtainable by". It is further noted 
that an amendment to change the word "obtainable" to "obtained" would result in a product-by- 
process claim, see MPEP 2113. In the event that the applicant amends the claims to recite a 
product-by-process, it is noted that process limitations do not necessarily lend patentability to the 
claims. It is well settled that a product-by-process claim defines a product, and that when the 
prior art discloses a product substantially the same as that being claimed, differing only in the 
manner by which it is made, the burden falls upon the applicant to show that any process steps 
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associated therewith resuhs in a product materially different from that disclosed in the prior art. 
See In re Thorpe . (227 USPQ 964), hi re Brown . (173 USPQ 685), In re Fessman . (180 USPQ 
524) and MPEP2113. 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew L. Ollmans whose telephone number is 703-308-2594. 
The examiner can normally be reached 8:30-5:00 Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 703-308-1 146. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-873-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 




Examiner 

March 19, 2003 Art Unit 1742 



